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1NTER-GO~~TAL CONFERENCE
FOR THE SETTING .UP OF A

EUROPEAN SYSTEM FOR THE G?~~T
. OF PATENTS
- Secretariat -

Brussels, 26 August 1970
BR/~T 1/53/70

i

NOTE ~ROM THE BRITISH DELEGATION

Delegations to Working Party 1will find annexed herto.
some ob3er.~tions of a juridical nature forwarded by the
British delegation and pertaining to certain articles of
the 1970 First Preliminary Draft and of Working Document
BR/GT 1/10/69 •.
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~OPE~~ PLTENT CO~nrENTION~-.-...._--------~--_.
NOTE BY THE LTNITEDKING~E ON SO~~ Gu~E~~LLEGAL POINTS

The following IJoints relate t~'the 1970 Pre 11minary Draft :_

Article 15 -'Right ~~e EUropean Patent
.ArticJ,e'15(12., ~econd sentence speaks of "the national

law governing a relationship between the employee and the
employer". ' This may lead to UD.?ertainty. We 'suggest that the
second sentence should read "If the 'inventor is an employed
person and the national courts with jurisdiction in the'place.
where he was noi':nallyemployed grant' the right to the patent--------- . ----
to the employer, or to the employe~ and employee jointly, the'
right to the Eu:ropean Patent shall belong accordingly, or
to his, or their, successor in title."

2. Ar~i..£les24-22 an<t29 ~ bortgaging etc. of 'the
:&lI:Q~ap Patent A.12E.lication (BR/GT 1/4-5/70)

We agree with the, Chairman that provisions of this kin~ ~re
not needed. If they are 'inserted f we propose' that th-e,'.. ,
Convention should say that they apply in relation to the

'. . . ----------"._:;---------- ,European Patent application only to the extent that they app2y'
in relation to national patent applications in the individuaJ.
States.

3. Article 4-0-..---,-
We suggest that hrticle 4-0(2) should read as follows:-

"(2) as regards non-contractual liability,
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the European Patent Office shall be bound to

nake good any damage caused by 'its employees in
~he performance of"their duties i~ accordance ~th
the provisions of the law relating to non-contractu~l
liability in the country whether the European PateIlt
Office (or the appropriate branch) is situated.'"

The existing formula makes for complete uncertainty, at any
rate for a number of years until a jurisprudence has been
evolved. It would be preferable to apply a specified system
of law even if this means allowing some cases to be determined
by a-legal system which may be somewhat alien to the applicant
for the patent. On this basis the best choice seems to be
the law of the country where the Patent Office is situated.

The following comments relate to Articles not contained in
the published draft of 1970.

( '-

4. .Article 154 - ~ining Evidence (BR/GT 1/10/69)
Basically we feel that it is up to the parties to a
proceeding before the EPO to ,Jurnish the evidence necessary
to support their case, rather than for the~EPO itsel~o
conduct investigations. There will however be occasions (.~
when a party wishes to call a witness w~o is unwil~~~g to
atte~ before the European Office. He should be given the.-_ .. " ' _---_ --------_.. ..,..-----------
opportunity to give his evidence by means of a declaration
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sworn before a person e:ltitled to administer oaths i~:(s..-- .- .. - - .. _ .•. - -".

country of residence. If cross~examinati~n'is requi~ed by
the other partie's'to the"proce,ed'ingsand the witness remains
unwilling to att~~d befo~e the EPO, the evidence should
be taken on pomruission" if nece,ssary by means of Le.tters
Rogatory. To allow the EPO ,to demand the presence of
unwilling Wi tnes"ses and fine them for non-attendance or
refusal to testify seems unnecessarily high-handed.

Article 154i6)

intention; but
of that Article

suggests that thi's'may already be the
it seems in conflict withparagrap~ ~.
which we feel should be deleted.

-(_ ...

~icle1~(12 lists among the methods of obtaining
evidence the inspection of premises. In so far as this
concerns inspection by consent of the'occupants no difficu~ty
arise.s. But if it is intended to also include iIispe-ctibfl.b-Y'
order of the 3uropean"Fatent Office or by order of national
courts in resp,onse to"letters ,of request iss~ed by the
European Office, "there maybe certain,~ifiiculties. Member~'
of the European Patent Office would not under existing
UK law have any right o.fentry, and the provisions of the
For'eigri.Tribunals Evidence Act '1856 which ~uthorises our
courts to obtain evidence at the request of foreign court's
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(and since 1963 international tribunals) do not extend to
inspection of premises. There may be certain difficulties
also in relation to discovery of documents. We would
therefore welcome further information about the intentions
behind Article 154 and in particular whether

(a) it is intended that the EPO itself should have
power to issue interrogatories, orders for the
discovery of documents and authority for the
inspection of premises, all of which would cause
some difficulty for us, and

(b) whether it is intended that our courts should
afford these facilities in response to letters of
request from the EPO, in which case we would have
to widen the scope of our existing legislation.

Article 154(5)
we suggest that this paragraph should confer the power to
punish on the national courts of the country where the
evidence was taken. If the witness or expert is no longer
in that country extradition could be sought.

5. Article 169 - Assista~ce to Applicants (BR/GT 1/10/69)
Vie agree with the Chairman's proposal.

.<
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6. Article 12Q - Enforcement of Costs and Fines
(ER/GT 1/10/69)

The United Kingdom has no objection--in principle to
enforcement but has some reservations on the details of
procedure. A provision in more general language would
be preferred, requiring that the decision~ upon being
presented for enforcement in accordance with the formalities
required by the law of the Contracting State where enforce-
ment is sought, shall be enforceable as if it were a
judgment of a Cou=t in that State. It could, if it were
thcug~t necessa~y, be provided in addition that the
decision may not be subjected to eny further examination
except as to the authenticity of the document.

7. ~iicle 171122 (ER/GT 1/10/69)
The reference to "any lawYer called to the Bar" is probably
a mis-translation of-:~he original text. Because of the
division in the British legal profession between _barristers
and solicitors, these words, if retained, would preclude a
Solicitor from practising before the European Patent
Office, although he is entitled to practise bef9re the
British Patent Office. It sho~ld be clear that any
qualified la\v,yerentitled to appear before the national
office of the Contracting State may appear before the EPO
in patent matters ••
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